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IN THE CLAIMS : 

Please amend Claims 33, 36, 38, 45 and 74 as follows: 

1 - 32. (Canceled) 

33. (Currently Amended) A packaging assembly comprising: 

a first open-sided frame member having first and second free edges, 
a second open-sided frame member having third and fourth free edges, 
a first retention member extending between the first and second free edges 
and comprising a sheet material, 

a second retention member extending between the third and fourth free 
edges and comprising a sheet material, 

wherein the first frame member and the first retention member arc engaged 
with each other to form a fir s t subassembly, wh e rein the s e cond frame member and 
th e s econd retention m e mb e r are e ngaged with oach other to form a s e cond 
subass e mbly, wherein the first and second frame members being -are configured to 
nest with each other, 

wherein the first frame member comprises first and second wall structures 
supporting the first and second free edges, respectively, so as to define and defining 
first and second open sides between the first and second wall structures, 

wherein the second frame member comprises third and fourth wall structures 
supporting the third and fourth free edges, respectively, so as to define and defining 
third and fourth open sides between the third and fourth wall structures, 

wherein the first and second free edges are configured to be positioned in the 
third and fourth open sides in nesting engagement, respectively, and wherein the 
third and fourth free edges are configured to be positioned in the first and second 
open sides in nesting engagement, respectively, 

wherein the first wall structure comprises two side edges generally 
perpendicular to the first free edge, wherein the second wall structure comprises 
two side edges generally perpendicular to the second free edge, wherein the third 
wall structure comprises two side edges generally perpendicular to the third free 
edge. 

wherein the first and second frames are sized such that a distance between 
-2- 
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the side edges of the third wall structure is substantially same with that between one 
of the side edges of the first wall structure and one of the side edges of the second 
wall structure when viewed in a direction perpendicular to the third wall structure in 
nesting engagement . 

34. (Original) The assembly according to Claim 33, wherein the first and second 
retention members are substantially resilient, the first and second frame members being 
substantially rigid. 

35. (Original) The assembly according to Claim 33, wherein the first frame member 
includes at least a first tapered portion extending from the first free edge. 

36. (Currently Amended) A packaging assembly comprising: 

a first open-sided frame member having first and second free edges, 

a second open-sided frame member having third and fourth free edges, 

a first retention member extending between the first and second free edges 

and comprising a sheet material, 

a second retention member extending between the third and fourth free 

edges and comprising a sheet material, 

with each other to form a first subassembly, wh e rein th e second frame memb e r and 
the s e cond retention m e mber are engag e d with each other to form a second 
subassembly, wherein the first and second frame members are being-configured to 
nest with each other, 

wherein the first frame member comprises first and second wall structures 
supporting the first and second free edges, respectively, so as to define and defining 
first and second open sides between the first and second wall structures, 

wherein the second frame member comprises third and fourth wall structures 
supporting the third and fourth free edges, respectively, so as to defin e and defining 
third and fourth open sides between the third and fourth wall structures, 

wherein the first and second free edges are configured to be positioned in the 
third and fourth open sides in nesting engagement, respectively, wherein the third 
and fourth free edges are configured to be positioned in the first and second open 
sides in nesting engagement, respectively, 
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wherein the first wall structure comprises two side edges substantially 
perpendicular to the first free edge, wherein the first frame member includes at least 
a first tapered portion extending from the first free edg e toward the first side edge- 
wherein the first tapered portion interconnects and is interposed between the first 
free edge and the first side edge, a ad-wherein the third wall structure includes at 
least a first inclined wall extending from the third free edge, the first tapered portion 
being configured to receive the first inclined wall in nesting engagement. 

37. (Original) The assembly according to Claim 33, wherein the first and second 
free edges extend longitudinally, each of the first and second free edges including tapered 
portions disposed at opposite longitudinal ends thereof. 

38. (Currently Amended) A packaging assembly comprising: 

a first open-sided frame member having first and second free edges, a second 
open-sided frame member having third and fourth free edges, 

a first retention member extending between the first and second free edges 
and comprising a sheet material, 

a second retention member extending between the third and fourth free 
edges and comprising a sheet material, 

wherein the first frame m e mber and the first retention memb e r are e ngag e d 
with each other to form a first subassembly, wher e in th e second fr ame member and 
the second retention member are engaged with each other to form a second 
subass e mbly, wherein the first and second frame members are being-configured to 
nest with each other, 

wherein the first frame member comprises first and second wall structures 
supporting the first and second free edges, respectively, and defining so as to defin e 
first and second open sides between the first and second wall structures, 

wherein the second frame member comprises third and fourth wall structures 
supporting the third and fourth free edges, respectively, and defining so as to d e fin e 
third and fourth open sides between the third and fourth wall structures, 

wherein the first and second free edges are configured to be positioned in the 
third and fourth open sides in nesting engagement, respectively, wherein the third 
and fourth free edges are configured to be positioned in the first and second open 
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sides in nesting engagement, respectively, 

wherein the first and second free edges extend longitudinally, each of the 
first and second free edges including tapered portions disposed at opposite 
longitudinal ends thereo f, wherein the first wall structure comprises first and second 
side edges substantially perpendicular to the first free edge, wherein a first one of 
the tapered portions extends toward the first side edge and is interposed between 



wherein the third and fourth wall structures comprises third and fourth 
inclined walls supporting the third and fourth free edges, respectively, the tapered 
portions being configured to receive the inclined walls in nesting engagement. 

39. (Original) The assembly according to Claim 38, wherein at least one of the 
tapered portions and the inclined walls are configured such that the first and second 
retention members are deflected inwardly when the tapered portions and the inclined walls 
are nested. 

40. (Original) The assembly according to Claim 39 additionally comprising a first 
recessed area of the first frame member disposed between the first and second free edges 
and a second recessed area of the second frame member disposed between the third and 
fourth free edges. 

41. (Original) The assembly according to Claim 40, wherein the first and second 
retention members are deflected toward the first and second recessed areas, respectively, 
when the tapered portions and the inclined walls are nested. 

42. (Canceled) 

43. (Previously Presented) The assembly according to Claim 33, wherein the first 
and second wall structures comprises first and second peripherally extending structures 
supporting the first and second free edges, respectively, the third and fourth wall structures 
comprising third and fourth peripherally extending structures supporting the third and 
fourth free edges, respectively. 

44. (Original) The assembly according to Claim 43, additionally comprising tapered 
portions formed on the opposite ends of each of the first and second free edges, and at least 
first and second inclined walls forming a portion of the third and fourth peripherally 
extending structures, respectively. 
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45. (Currently Amended) A packaging assembly comprising: 

a first open-sided frame member having first and second free edges, 

a second open-sided frame member having third and fourth free edges, 

a first retention member extending between the first and second free edges 
and comprising a sheet material, 

a second retention member extending between the third and fourth free 
edges and comprising a sheet material, 

wherein the first frame member and the first retention member arc engaged 
with each other to form a first subassembly, wh e r e in th e s e cond fram e m e mber and 
th e s e cond retention member are engaged with each other to form a second 
subassembly, wherein the first and second frame members are being-configured to 
nest with each other, 

wherein the first frame member comprises first and second wall structures 
supporting the first and second free edges, respectively, and defining so aa to define 
first and second open sides between the first and second wall structures, 

wherein the second frame member comprises third and fourth wall structures 
supporting the third and fourth free edges, respectively, and defining so as to define 
third and fourth open sides between the third and fourth wall structures, 

wherein the first and second free edges are configured to be positioned in the 
third and fourth open sides in nesting engagement, respectively, 

wherein the third and fourth free edges are configured to be positioned in the 
first and second open sides in nesting engagement, respectively, wherein each of the 
first and second peripheral extending structures comprises two walls, wherein one of 
the walls inclined with respect to the other of the walls. 

wherein the first and second wall structures comprise first and second 
peripherally extending structures supporting the first and second free edges, 
respectively, 

wherein t he third and fourth wall structures comprise comprising third and 
fourth peripherally extending structures supporting the third and fourth free edges, 
respectively, and 

wherein the assembly additionally comprises tapered portions formed on the 
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opposite ends of each of the first and second free edges, and at l e ast first and second 
inclined walls forming a portion of t he third and fourth peripherally extending 
structures, respectively, and- wherein the tapered portions extend along a first angle 
of inclination, the first and second inclined walls extending along a second angle of 
inclination that is approximately equal to the first angle of inclination. 
46. (Original) The assembly according to Claim 44, wherein the first, second, third, 
and fourth peripherally extending structures are triangular in cross section. 
47-73. (Canceled) 

74. (Currently Amended) A packaging assembly comprising a first frame 
member having first and second free edges, a second frame member having third and fourth 
free edges, a first retention sleeve surrounding the first frame member and comprising a first 
retention portion which extends between the first and second free edges, a second retention 
sleeve surrounding the second frame member and comprising a second retention portion 
which extends between the third and fourth free edges, the first and second frame members 
being configured to be assembled such that an article is located between the first retention 

75. (Previously Presented) The assembly according to Claim 74, wherein the first 
and second retention portions are substantially resilient, the first and second frame members 
being substantially rigid. 

76. (Previously Presented) The assembly according to Claim 74, wherein the first 
frame member includes at least a first tapered portion extending from the first free edge. 

77. (Previously Presented) The assembly according to Claim 74, wherein the first 
frame member includes at least a first tapered portion extending from the first free edge, 
and wherein the second frame member includes at least a first inclined wall extending from 
the third free edge, the first tapered portion being configured to receive the first inclined 
wall in nesting engagement. 

78. (Previously Presented) The assembly according to Claim 74, wherein the first 
and second free edges extend longitudinally, each of the first and second free edges 
including tapered portions disposed at opposite longitudinal ends thereof. 

79. (Previously Presented) The assembly according to Claim 74, wherein the first 
and second free edges extend longitudinally, each of the first and second free edges 
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including tapered portions disposed at opposite longitudinal ends thereof, and wherein the 
assembly additionally comprises third and forth inclined walls supporting the third and 
fourth free edges, respectively, the tapered portions being configured to receive the inclined 
walls in nesting engagement. 

80. (Previously Presented) The assembly according to Claim 79, wherein at least 
one of the tapered portions and the inclined walls are configured such that the first and 
second retention portions are deflected inwardly when the tapered portions and the inclined 
walls are nested. 

81. (Previously Presented) The assembly according to Claim 80, additionally 
comprising a first recessed area of the first frame member disposed between the first and 
second free edges and a second recessed area of the second frame member disposed 
between the third and fourth free edges. 

82. (Previously Presented) The assembly according to Claim 81, wherein the first 
and second retention portions are deflected toward the first and second recessed areas, 
respectively, when the tapered portions and the inclined walls are nested. 

83. (Previously Presented) The assembly according to Claim 74, wherein the first 
frame member comprises first and second peripherally extending structures supporting the 
first and second free edges, respectively, the second frame member comprising third and 
fourth peripherally extending structures supporting the third and fourth free edges, 
respectively. 

84. (Previously Presented) The assembly according to Claim 83, additionally 
comprising tapered portions formed on the opposite ends of each of the first and second 
free edges, and at least first and second inclined walls forming a portion of the third and 
fourth peripherally extending structures, respectively. 

85. (Previously Presented) The assembly according to Claim 84, wherein the 
tapered portions extend along a first angle of inclination, the first and second inclined walls 
extending along a second angle of inclination that is approximately equal to the first angle 
of inclination. 

86. (Previously Presented) The assembly according to Claim 84, wherein the 
first, second, third, and fourth peripherally extending structures are triangular in cross 
section. 
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COMMENTS 

Claims 33-41, 43-46 and 74-86 remain pending in the present application, Claims 33, 36, 
38, 45 and 74 having been amended. The claims set forth above include marking to show the 
changes made by way of the present amendment, deletions being in strikeout and additions being 
underlined . 

In response to the Office Action notified Jury 23, 2008, Applicants respectfully request 
the Examiner to reconsider the above-captioned application in view of the foregoing 
amendments and the following comments. 

Amendments to the Claims Add No New Matter 

Applicants have amended Claims 33, 36, 38, 45 and 74. Support for the amendments to 
Claim 33 can be found in, for example, Figure 8 of the application originally filed. Support for 
the amendments to Claims 36 and 38 can be found in, for example, Figures 4 and 8 and related 
descriptions of the application originally filed. Support for the amendments to Claim 45 can be 
found in, for example, Figures 3, 6 and 8 and related descriptions of the application originalfy 
filed. Support for amendments to Claim 74 can be found in, for example, Figure 8 and related 
descriptions of the application originally filed. As such, the amendments to the claims add no 
new matter. 

Rideewav does not Make Claims 33-41. 43-46 and 74-86 Anticipated or Obvious 

Claims 33-41, 43-46 and 74-86 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being obvious over US 
Patent No. 5,388,701 to Ridgeway. Applicants respectfully traverse the present rejection. 
However, in order to expedite prosecution of the present application, Applicants have amended 
the claims as set forth above. Applicants expressly reserve the right to further prosecute the 
original versions of the claims through continuation practice. 
Ridgeway 

Ridgeway teaches a suspension package having two suspension frames 12 and 13. The 
frames 12 and 13 have flexible plastic films 24 and 25, respectively. The frame 12 has four side 
panels 14, 15, 16 and 17. Each of two opposite side panels 14 and 16 has an arch The frame 
13 has four side panels 20, 21, 22 and 23. Each of two opposite side panels 21 and 23 has an 
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arch. When the frames 12 and 13 are contained in a box, the arched side panels 14 and 16 of the 
frame 12 are positioned perpendicularly to the arched side panels 21 and 23 of the frame 13. For 
the Examiner's convenience, Figures 2, 3 and 5 are reproduced below, in which reference 
numbers are further added. 
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The frames 12 and 13 of Ridgeway, however, are sized such that a distance between the 
side panels 20 and 22 is much greater than a length of side panel 15 when assembled. Thus, the 
side panels 20 and 22 located beyond side edges 1000 and 1002 of the side panel 15. See Figure 
5 below. 

Further, in the frame 12 and 13 of Ridgeway, open sides are provided between the side 
panels 15 and 17 and between the side panels 20 and 22. However, any one of the side panels 
15, 17, 20 and 22 has no tapered portion between the free edge, for example, 1004 and the side 
edges, for example 1000 and 1004. 

In the frame 12 and 13, each of the side panels 15, 17, 20 and 22 appears to have two or 
more walls. However, any one of the side panels has no wall inclined with respect to the other 
walls of each of the side panels. 

Claim 33 

In contrast with Ridgeway, Claim 33 now recites, among other recitation, "wherein the 
first wall structure comprises two side edges generally perpendicular to the first free edge, 
wherein the second wall structure comprises two side edges generally perpendicular to the 
second free edge, wherein the third wall structure comprises two side edges generally 
perpendicular to the third free edge, wherein the first and second frames are sized such that 
a distance between the side edges of the third wall structure is substantially same with that 
between one of the side edges of the first wall structure and one of the side edges of the 
second wall structure when viewed in a direction perpendicular to the third wall structure in 
nesting engagement." 

Applicants also respectfully direct the Examiner to Figure 8. In the non-limiting 
embodiment of Figure 8 in the present Application, a distance between side edges 500 and 502 
of the peripheralry extending structure 58' is substantially same with that between side edge 600 
of the peripheralry extending structure 58 and side edge 700 of the peripherally extending 
structure 60. For the Examiner's convenience, Figure 8 is reproduced below with additional 
reference numbers. 




As discussed above, the frames 12 and 13 of Ridgeway, however, are sized such that a 
distance between the side panels 20 and 22 is much greater than a length of side panel 15 when 
assembled See Figure 5 of Ridgeway. 

As such, Ridgeway fails to teach or suggest such features among other features of 
Claim 33. Therefore, Ridgeway does not teach or suggest all the features of Claim 33, and 
its dependent Claims 34, 35, 37, 43, 44 and 46. There is no additional reference or non- 
reference prior art to remedy the deficiencies of Ridgeway. Further, there is no explanation 
as to why the differences between the prior art and the claimed invention would have been 
obvious to one of ordinary skill in the art. Therefore, no prima facie case of anticipation or 
obviousness has been established. Applicants respectfully request the withdrawal of the 
rejection to Claim 33 and its dependent Claims 34, 35, 37, 43, 44 and 46. 

Claims 36 and 38 

In contrast with Ridgeway, Claim 36 recites, among other recitation, "wherein the first 

frame member comprises first and second wall structures supporting the first and second 

free edges, respectively, and defining first and second open, sides between the first and 

second wall structures," and "wherein the first wall structure comprises two side edges 

substantially perpendicular to the first free edge, wherein the first frame member includes at 

least a first tapered portion extending from the first free edge toward the first side edge, 

wherein the first tapered portion interconnects and is interposed between the first free edge 
-12- 



Appl. No. 
Filed 



10/726,256 
December 2, 2003 



and the first side edge." 

Claim 38 recites, among other recitation, "wherein the first frame member comprises 
first and second wall structures supporting the first and second free edges, respectively, and 
defining first and second open sides between the first and second wall structures," and 
"wherein the first and second free edges extend longitudinally, each of the first and second 
free edges including tapered portions disposed at opposite longitudinal ends thereof, 
wherein the first wall structure comprises first and second side edges substantially 
perpendicular to the first free edge, wherein a first one of the tapered portions extends 
toward the first side edge and is interposed between the first free edge and the first side 
edge." 

Applicants also respectfully direct the Examiner to Figures 4 and 8 of the 
application. In the non-limiting embodiment of Figures 4 and 8 in the present Application, a 
tapered portion 68 extends from the first free edge 23 toward a side edge 600. Further, the 
tapered portion 68 interconnects and is interposed between the free edge 23 and the side edge 
600. For the Examiner's convenience, Figure 4 is reproduced below with additional reference 
numbers. 




In. the frame 12 and 13 of Ridgeway, however, any one of the side panels 15, 17, 20 and 
22 has no tapered portion between the free edge, for example, 1004 and the side edges, for 
example, 1000 and 1002. See Figure 5 of Ridgeway. 

As such, Ridgeway fails to teach or suggest such features among other features of 
Claims 36 and 38. Therefore, Ridgeway does not teach or suggest all the features of 
Claims 36 and 38 and dependent Claims 39-41. There is no additional reference or non- 
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reference prior art to remedy the deficiencies of Ridgeway. Further, there is no explanation 
as to why the differences between the prior art and the claimed invention would have been 
obvious to one of ordinary skill in the art. Therefore, no prima facie case of anticipation or 
obviousness has been established. Applicants respectfully request the withdrawal of the 
rejection to Claims 36 and 38 and dependent Claims 39-41. 
Claim 45 

In contrast with Ridgeway, Claim 45 recites, among other recitation, 'Svherein the third 
and fourth free edges are configured to be positioned in the first and second open sides in 
nesting engagement, respectively, wherein each of the first and second peripheral extending 
structures comprises two walls, wherein one of the walls inclined with respect to the other 
of the walls." 

Applicants also respectfully direct the Examiner to Figures 6 and 8. In the non- 
limiting embodiment of Figures 6 and 8 in the present Application, a peripheral extending 
structure 58' includes two walls 800 and 63'. The wall 63' is inclined with respect to the wall 
800. For the Examiner's convenience, Figure 6 is reproduced below with additional reference 
numbers. 




FIG. <o 



However, no one of the side panels 12, 13, 14, 15, 20, 21, 22 and 23 of Ridgeway has 
an inclined wall See Figure 5 of Ridgeway. 

As such, Ridgeway fails to teach or suggest such features among other features of 
Claim 45. Therefore, Ridgeway does not teach or suggest all the features of Claim 45. 
There is no additional reference or non-reference prior art to remedy the deficiencies of 
Ridgeway. Further, there is no explanation as to why the differences between the prior art 
and the claimed invention would have been obvious to one of ordinary skill in the art. 
-14- 
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Therefore, no prima facie case of anticipation or obviousness has been established. 
Applicants respectfully request the withdrawal of the rejection to Claim 45. 
Claim 74 

In contrast with Ridgeway, Claim 74 recites, among other recitation, "a first 
retention sleeve surrounding the first frame member and comprising a first retention portion 
which extends between the first and second free edges," and "a second retention sleeve 
surrounding the second frame member and comprising a second retention portion which 
extends between the third and fourth free edges." 

Applicants also respectfully direct the Examiner to Figures 4 and 6. In the non- 
limiting embodiment of Figures 4 and 6 in the present Application, retention sleeves 14 receive 
frame members 12 and 12', respectively. See Figures 4 and 6 reproduced above. 

In Ridgeway, however, no sleeve is provided as a retention member. See Figures 2-5 
of Ridgeway. As such, Ridgeway fails to teach or suggest such features among other 
features of Claim 74. Therefore, Ridgeway does not teach or suggest all the features of 
Claim 74 and its dependent Claims 75-86. There is no additional reference or non-reference 
prior art to remedy the deficiencies of Ridgeway. Further, there is no explanation as to why 
the differences between the prior art and the claimed invention would have been obvious to 
one of ordinary skill in the art. Therefore, no prima facie case of anticipation or 
obviousness has been established. Applicants respectfully request the withdrawal of the 
rejection to Claim 74 and its dependent Claims 75-86. 

Claims 33 Are Patentable over Smith 

The Examiner maintained the rejection to Claims 33-35, 37, 43, 44 and 46 under 35 
U.S.C. § 102(b or e) or 35 U.S.C. § 103(a) over U.S. Patent No. 6,311,843 to Smith. 
Applicants respectfully traverse the present rejection and submit that Smith is in fact not prior 
art under 35 U.S.C. §§ 102 (b or e) nor 103(a) with respect to pending Claims 33-35, 37, 
43, 44 and 46. However, in order to expedite the prosecution, Applicants have amended 
Claim 33 as set forth above. Applicants expressly reserve the right to further prosecute the 
original versions of the claims through continuation practice. 

As discussed above, Claim 33 recites, among other recitation, "wherein the first wall 
structure comprises two side edges generally perpendicular to the first free edge, wherein 
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the second wall structure comprises two side edges generally perpendicular to the second 
free edge, wherein the third wall structure comprises two side edges generally perpendicular 
to the third free edge, wherein the first and second frames are sized such that a distance 
between the side edges of the third wall structure is substantial^ same with that between 
one of the side edges of the first wall structure and one of the side edges of the second wall 
structure when viewed in a direction perpendicular to the third wall structure in nesting 
engagement." 

In contrast, Smith discloses only the configuration in Figures 33-35 that a distance 
between side edges of a panel 642 or 644 is larger than a distance between side panels 622 
and 624. As such, Smith fails to teach or suggest such features among other features of 
Claim 33. Therefore, Smith does not teach or suggest all the features of Claim 33, and its 
dependent Claims 34, 35, 37, 43, 44 and 46. There is no additional reference or non- 
reference prior art to remedy the deficiencies of Smith Further, there is no explanation as 
to why the differences between the prior art and the claimed invention would have been 
obvious to one of ordinary skill in the art. Therefore, no prima facie case of anticipation or 
obviousness has been established. Applicants respectfully request the withdrawal of the 
rejection to Claim 33 and its dependent Claims 34, 35, 37, 43, 44 and 46. 

Smith Does Not Qualify as a Prior Art for Rejecting Claim 74 

The Examiner maintained the rejection to Claims 74-86 under 35 U.S.C. § 102(b or 
e)or35U.S.C. § 103(a) over Smith. Applicants respectfully traverse the present rejection and 
submit that Smith is in fact not prior art under 35 U.S.C. §§ 102 (b or e) nor 103(a) with 
respect to pending Claims 74-86. 

Firstly, in paragraph 4 in page 2 of the Office Action, it is stated that the parent 
applications identified by applicants do not appear to support the embodiments that are the 
subject of the noted rejections. However, both parent applications, U.S. Patent Application 
No. 09/690,790, filed October 17, 2000, now Patent No. 6,675,973 Bl (the "parent 
nonprovisional application") which claims priority to U.S. Provisional Patent Application 
No. 60/227,724, titled SUSPENSION PACKAGING ASSEMBLY, filed July 31, 2000 
(the "parent provisional application") disclose embodiments supporting Claims 74-86. 

Claims 74-86, are supported by the present application, for example, Figures 1-8 
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and related descriptions of pages 9-15 of the application originally filed. These figures and 
descriptions can be found in the parent applications, for example, Figures 1-8 and pages 9- 
15 of the parent nonprovisional application, and Figures 1-8 and pages 9-15 of the parent 
provisional application. 

As such, Claims 74-86 are supported by the parent applications filed prior to the 
publication date of Smith. Therefore, Smith does not qualify as prior art under 35 U.S.C. 
§ 102(b). 

Secondly, in reply to the remaining statements in the Office Action regarding the copy of 
a letter attached to the signed declaration, Applicants replace the submitted copy of the letter 
from William H. Shreve of Knobbe Martens Olson & Bear LLP dated May 28, 1999 with a 
new copy of the letter including fewer redacted portions than the previously submitted copy, as 
well as a supplemental declaration from the inventors of the present Application. 

In particular, Applicants have un-redacted nearly all of the text of the original letter 
to Stanley Schwartz. Further, Applicants would like to point out that the un-redacted 
portion of the letter now indicates that a copy of a patent is enclosed as well as figures 
illustrating the subject of the search. Applicants also wish to point out that pages 3-8 
include minor unredacted portions to show that these pages are merely a copy of a patent 
and thus have no relevance to the present rejection. 
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Further, Applicants respectfully submit that the drawing of Figure 2 of the unredacted 
letter accompanying the supplemental declaration show all of the elements recited in Claim 74. 
For the Examiner's convenience, the drawings are reproduced below with additional reference 
numbers. 




In the non-limiting embodiment of the drawings reproduced above, a packaging 
assembly 10 is shown. The packaging assembly 10 has a first frame member 12 having first 
and second free edges 14 and 16, and a second frame member 18 having third and fourth 
free edges 20 and 22. A first retention sleeve 24 surrounds the first frame member 12 and 
includes a first retention portion 26 which extends between the first and second free edges 
14 and 16. A second retention sleeve 28 surrounds the second frame member 18 and 
includes a second retention portion 30 which extends between the third and fourth free 
edges 20 and 22. The first and second frame members 12 and 18 are assembled such that 
an article 32 is located between the first retention portion 26 and the second retention 
portion 30. 

Applicants also wish to point out that the supplemental declaration submitted herewith 
also includes an additional explanation of the embodiment of Figure 2 of the May 28, 1999 
letter and the embodiment of Figure 8 of the present Application. As set forth in the 
Supplemental Declaration, the drawing of Figure 2 of the May 28 letter is shown in a state 
where one of the frame members is rotated 90 degrees (about the vertical axis) from the correct 
position during use. Further, the Declarants clarify that the prototype that they created before 
October 1, 1999 included all of the features of Figure 8 of the present Application. Applicants 
-18- 
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thus submit that Figure 2 of the May 28, 1999 letter sufficiently corroborates the Declarants' 
statements that they created a prototype including all of the features of Figure 8 of the present 
Application. 

As such, Applicants submit that they reduced to practice an embodiment of Claim 74 
prior to the effective date of the Smith reference and thus Smith does not qualify as a prior art 
under 35 U.S.C. § 102(e). 

Because Smith does not qualify as a prior art under 35 U.S.C. § 102, it also cannot 
qualify as prior art under 35 U.S.C. § 103(a). Accordingly, Applicants submit that Claims 
74-86 are currently in condition for allowance. 

CONCLUSION 

For the foregoing reasons, it is respectfully submitted that the rejections set forth in the 
outstanding Office Action are inapplicable to the present claims. Accordingly, early issuance of 
a Notice of Allowance is most earnestly solicited. 

The undersigned has made a good faith effort to respond to all of the rejections in the 
case and to place the claims in condition for immediate allowance. Nevertheless, if any 
undeveloped issues remain or if any issues require clarification, the Examiner is respectfully 
requested to call Applicants' attorney in order to resolve such issue prompuy. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Dated: December 23. 2008 By: /Michael Guiliana/ : 

Michael A Guiliana 
Registration No. 42,611 
Attorney of Record 
2040 Main Street 
Fourteenth Floor 
Irvine, CA 92614 
(949) 760-0404 

6097050 1 
122308 " 
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McDonald et al. 



For 



Examiner 



Jacob K.Ackun 



Group Art Unit 3728 



SUPPLEMENTAL DECLARATION PURSUANT TO 37 C.F.R. § 1.131 



Mail Stop Amendment 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Supplemental to the Declaration executed April 25, 2008, this declaration is submitted to 
provide additional evidence of an invention date of embodiments claimed in the above-captioned 
patent application prior to October 1, 1999, the filing date of U.S. Patent No. 6,311,843 Bl to 
Smith et al. ("Smith"). 

We, John McDonald, Myles Comerford and Frank Comerford, declare as follows: 

1. We are the named inventors of the above-captioned patent application and are 
familiar with the prosecution of the application. 

2. Attached as Exhibit A is another copy of the letter from William H. Shreve at 
Knobbe Martens Olson & Bear LLP dated May 28, 1999 submitted with our previous declaration. 
However, this copy has been partially unredacted so as to allow for further review of additional 
paragraphs included in this letter. Additionally, we note that the remaining redactions in Exhibit 
A, including pages 3-8 are simply irrelevant to the issues being addressed in this declaration and 
our response to the outstanding Office Action. 

3. At page 8 of Exhibit A, there is a drawing of an embodiment that corresponds to 
the embodiment of Figure 8 of the above-identified application (U.S. Patent Application Serial No. 
10/726256). The drawing at page 8 of Exhibit A shows the two frame members, each having 
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free edges and encircled by retention sleeves, respectively. In the drawing of page 8 of Exhibit A, 
the two frame members are shown in an exploded and face-to-face orientation. However, our 
concept was that one of the frame members would be rotated 90 degrees (about a vertical axis as 
viewed in the drawing of page 10 of Exhibit A). This rotated orientation is clearly illustrated in 
Figure 8 of the present Application but Exhibit A simply did not include such a drawing. 

4. As noted in our previous declaration, we created a prototype of the embodiment of 
page 8 of Exhibit A, at least prior to October 1, 1999. That prototype included all of the features 
illustrated in Figure 8 of the present Application. We believe that the drawing of page 8 of 
Exhibit A corroborates our position. 

3. We hereby declare that all statements made herein of our own knowledge are true 
and that all statements made on information and belief are believed to be true, and further that 
these statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful, false statements may jeopardize the validity of the application 
or any patent issued thereon. 
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May 28, 1999 



VIA. FACSIMILE 

Stanley Schwartz, Esq. 
Schwartz & Weinrieb 
1 1 09 Crystal Plaza, Building 1 
2001 Jefferson Davis Highway 
Arlington, Virginia 22202 

Re: Patentability Search for Membrane Packaging 
Our Reference No. FCMCCG.002A 

Dear Stan: 

Please conduct a patentability search for die invention described below. I would 
appreciate receiving the results of the search by the end of next week if possible. 

The invention relates to an improved 1 form of membrane packaging. By way of 
background information, I am enclosing a copy of a patent 



REDACTED 



An aspect of the present invention relates to an improved coupling between the frame 
structure and the pliable material. The pliable layer is formed with pockets into which a portion 
of the frame or substrate fit. I am enclosing a sketch of this feature (Figure 1) to aid you in 
understanding the invention. 

Another aspect of the invention involves using a tubular piece of pliable material. In one 
mode, the material wraps around the frame or support structure (as seen in Figure 2) with the 
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Stanley Schwartz, Esq. 
May 28, 1999 
Page -2- 

product positioned between two support structures. In another mode, tube of pliable material 
holds the product to the support structure (Figure 3). A heat shrinkable material can be used as 
the tubular material in both these modes. 

Please direct your search to both of these aspects of the membrane packaging. In 
addition, if you identify other relevant background art, please also include such with the search 
results. 

I look forward to receiving the search results as soon as possible. In the meantime, if you 
have any questions or comments regarding the invention, please call me at 949-721-2895. ' 

Very truly yours, 
William H.Shreve 
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